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Art Unit: 3652 

1 . This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

A: Figures 1-8; 

B: Figures 9-11. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1-4 and 8 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
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the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

2. During a telephone conversation with Stephen Heller on 10/27/05 a provisional 
election was made without traverse to prosecute the invention of Species A, claims 5-7 
and 9-13. Affirmation of this election must be made by applicant in replying to this 
Office action. No claims are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention, since no claims read solely 
on Species B. However, the species requirement is presented in the event applicant 
later submits claims which are drawn only to Species B. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 6-7 and 9-13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 



Application/Control Number: 1 0/691 ,989 Page 4 

Art Unit: 3652 

In claims 6 and 11, line 4, it is not clear which "ends" are being referred to. 
In claim 9, line 6, "the ... second gripper arms" lacks antecedent basis; 
and in line 10, "or" should apparently be -for-. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Szinte (US 
5,833,428, cited by applicant). 

Szinte shows in figures 8-10 a grasper for inverting and dumping a refuse 
receptacle, comprising support 150 mounted to a lifter 106, first and second gripper 
arms 152a-b, and actuator 154, wherein the gripper arms move between a first position 
in which they receive the refuse receptacle therebetween and a second position in 
which they "lay generally flat against the support for storage", as broadly claimed (see 
col. 14, line 46 to col. 15, line 3). 

8. Claims 1, 2, 4, 6, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Antal (US 4,722,651). 

Antal shows a grasper mounted to a lifter which could be adapted, without 
modification, for inverting and dumping a refuse receptacle, comprising support 30, lifter 
22, first and second gripper arms 27, 28, and hydraulic actuator 33, wherein the gripper 
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arms move between a first position (fig. 3) in which they receive an article to be gripped 
therebetween and a second position in which they lay flat against the support for 
storage (fig. 4). 

Re claim 2, the arms are considered to be "nested", as broadly claimed, when in 
the second position. 

Re claim 4, either gripper arm can be seen as having an "elongated arm- 
receiving region", as broadly claimed, in which the other arm is located when in the 
second position, as shown in figure 4. 

Re claim 6, since no specific "ends" are recited, the limitations are met by Antal 
because the fixed ends of the arms extend beyond the support. 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having prdinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claims 2, 4, and 6-8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Szinte in view of Antal. 

Szinte does not show the arms to nest together when in the second position. 

Antal, as noted above, shows similar gripper arms with this feature. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to have modified Szinte such that the arms nested together when stored, as 
shown by Antal, as this would simply be an art recognized alternate equivalent means 
of compactly storing the arms. 

Re claims 6 and 7, the features are shown substantially by Szinte. Although the 
arms define a continuous curve rather than a linear portion extending from the fixed end 
and an angled portion at the free end, the concept of having the free ends lay behind 
the plain of the support when in the second position to avoid obstructions is the same, 
and thus the particular shape of the arms is considered an obvious design expediency. 

12. Claims 3, 5, and 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Szinte in view of Antal, as applied to claims 1, 2, 4, and 6-8 above, and further in 
view of Ahrens (US 5,398,983), Christenson (US 5,769,592), or Schreiber et al (US 
6,821,074). 
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Szinte as modified does not show the first gripper arm to define an opening sized 
to receive the second gripper arm, or to comprise a pair of members defining a space 
therebetween in which the second gripper arm nests. 

Ahrens (fig. 2), Christenson (figs. 4-5), and Schreiber et al (figs. 4-5) all show 
refuse receptacle gripper arms in the same environment as Szinte which comprise a 
first arm consisting at least partially of two spaced members defining an opening or 
space therebetween in which a second arm at least partially nests. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to have further modified the apparatus of Szinte such that the first arm thereof 
included two spaced members defining an opening in which the second arm could nest 
when in the second position, as shown by Ahrens, Christenson, or Schreiber et al, as 
this is a well known and desirable gripper arm configuration for refuse collecting 
vehicles. 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Keenan whose telephone number is 571-272- 
6925. The examiner can normally be reached on (schedule varies). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eillen Lillis can be reached on 571-272-6928. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). f\ / 
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